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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 22 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. The claimed "triggering simultaneous update" is 
not disclosed in the specification or drawing. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1 and 11-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hubbe et al. (US Patent Number 6,278,885) in view of Rignell et al. (US Patent 
Application publication number 2001/0053688 A1) and further in view of Johansson et 
al. (US 5,418,837). 
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Regarding claim 1 , Hubbe et al. discloses a portable terminal remote control 
method of remotely controlling a portable terminal (3) from an external device (1, 2, 
5) via a wireless communication link (Figure 1), said portable terminal having a main 
body provided with a built- in memory (second memory- column 5, line 1), and an 
attachable/detachable storage medium (first memory, e.g. SIM card - column 4, line 
65), the method comprising: 

accepting a request by said external device related to a change of setting in 
said portable terminal via the wireless communication link (column 3, lines 27-32); 
and 

sending a single setting changing message (short radio message; SMS - 
abstract; column 3, lines 35-40; column 5, lines 4-9), from said external device to 
said portable terminal, in response to the accepted request (column 3, lines 27-32), 
and 

wherein the setting changing message includes a computer program 
determined to be suitable for the portable terminal ("commands to be acted on" - 
column 4, line 3; "updating commands" - column 3, lines 27-32) that triggers 
changes to contents of the built-in memory together with contents of the storage 
medium of the portable terminal at a time (column 5, lines 2-3), and a setting 
changing identifier (header 6 - Figure 2) that identifies the setting changing message 
such that said portable terminal is configured to execute a different function (an 
update by definition implies a change or different function as claimed; see "adding 
soft-ware" - column 4, line 47) (column 2, lines 26-34). 
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• In spite of that someone makes the request (which includes a settings 
change for the portable terminal; Hubbe et al.'s "updating commands"), Hubbe et al. 
does not specify it is the user of the portable terminal who makes the request. 
Nevertheless, the manner of operating a device does not differentiate apparatus 
claim from the prior art (see MPEP 2114) and sending a single setting changing mail 
related to data identified in said request from the user. 

On the other hand, this feature is conventional in the art as shown by Rignell 
et al. In the same field of endeavor, Rignell et al. discloses a portable terminal 
remote control method of remotely controlling a portable terminal (201 - Figure 2) 
wherein the user of the portable terminal makes the request as claimed (see in 
particular paragraph 0029) and sending a single setting changing mail related to 
data identified in said request from the user (paragraph 77-83 and 90-91 , the 
support message is generated according to the support request triggered by the 
mobile user). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to enable the user of the portable terminal to make 
the request instead of or in addition to someone else, first, because the manner of 
operating a device does not differentiate apparatus claim from the prior art (MPEP 
21 14), and, second, because users would be capable of performing the 
changes/updates when necessary, possible, and/or advantageous (e.g. when they 
have time). 
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• Even though Hubbe et al. discloses that the setting changing message is, for 
example, SMS (short message service) message (abstract; column 3, lines 35-40; 
column 5, lines 4-9), Hubbe et al. fails to specify that the setting changing message 
is mail (e-mail) as defined by applicant. 

In the same field of endeavor, Rignell et al. discloses a portable terminal remote 
control method of remotely controlling a portable terminal (201 - Figure 2) where 
either one of SMS or e-mail or any other suitable format can be used to send 
update/support information/commands enabling the mobile unit to perform an update 
of the settings in a memory of the mobile unit (see in particular paragraph 0107; see 
also paragraphs 0037 and 0084). SMS and e-mail are interchangeable as suggested 
by Rignell et al. Some advantages of e-mail are that it is low cost, and widely 
available. 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to use e-mail instead of SMS, first, because SMS 
and e-mail are interchangeable as suggested by Rignell et al., and, second, because 
e-mail is low cost, and widely available. 

Hubbe et al. and Rignell et al. do not disclose causes said portable terminal to 
determine to which memory the computer program should be stored and the setting 
changing mail is sent based on the authentication of the user as a subscriber. 

Johnasson et al. further disclose causes said portable terminal to determine to 
which memory the computer program should be stored (col. 2, lines 42-57, the 
mobile telephone is caused to store a computer program in to the memory 15 of the 
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mobile telephone) and the setting changing mail is sent based on the authentication 
of the user as a subscriber (col. 1 , lines 30-33 the SIM card must be authenticated 
before the mobile phone can work). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to utilize the teachings of Johansson et al. into the 
teachings of Hubbe et al. and Rignell et al. for the purposes of more efficient way to 
upgrading mobile telephone). 

In general, claims 11-12 are obvious variations of claim 1; therefore, they 
rejected for the same reasons shown above. For example: 

As to claims 1 1 and 12, they are the corresponding system and recording 
medium claims of method claim 1; therefore, they are rejected for the same reasons 
applied above for claim 1 . 

4. Claims 5, 7, 9, 13, and 21 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Hubbe et al. (US Patent Number 6,278,885) in view of Rignell et al. 

(US Patent Application publication number 2001/0053688 A1) and Lentz (US 

4,975,950) and further in view of Johansson et al. (US 5,418,837). 

Regarding claim 5, Hubbe et al. discloses a portable terminal remote control 
method of remotely controlling a portable terminal (3) from an external deice (1, 2, 5) 
via a wireless communication link (Figure 1), said portable terminal having a main 
body provided with a built-in memory (second memory- column 5, line 1), and an 
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attachable/detachable storage medium (first memory, e.g. SIM card - column 4, line 
65), the method comprising: 

receiving a single setting changing message (short radio message; SMS - 
abstract; column 3, lines 35-40; column 5, lines 4-9) sent from said external device 
in said portable terminal, via the wireless communication link (column 3, lines 27- 
32), the setting changing message including a computer program determined to be 
suitable for the portable terminal ("commands to be acted on" - column 4, line 3; 
"updating commands" - column 3, lines 27-32) that triggers changes to contents of 
both the built-in memory and the storage medium of the portable terminal at a time 
(column 5, lines 2-3), and a setting changing identifier (header 6 - Figure 2) that 
identifies the setting changing mail; 

identifying the setting changing message based on the setting changing 
identifier (header 6 - Figure 2); and 

Updating the contents of both of said built-in memory and said storage medium 
collectively (e.g. "both") based on content of the received setting changing mail 
such that said portable terminal is configured to execute a different function (an 
update by definition implies a change or different function as claimed; see "adding 
software" - column 4, line 47), 

storing the computer program in said built-in memory (col. 5, lines 2-3 and col. 3, 
lines 65-col. 4, lines 4). 

♦ Even though Hubbe et al. discloses that the setting changing message is, for 
example, SMS (short message service) message (abstract; column 3, lines 35-40; 
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column 5, lines 4-9), Hubbe et al. fails to specify that the setting changing message 
is mail (e-mail) as defined by applicant. 

In the same field of endeavor, Rignell et al. discloses a portable terminal remote 
control method of remotely controlling a portable terminal (201 - Figure 2) where 
either one of SMS or e-mail or any other suitable format can be used to send 
update/support information/commands enabling the mobile unit to perform an update 
of the settings in a memory of the mobile unit (see in particular paragraph 0107; see 
also paragraphs 0037 and 0084). SMS and e-mail are interchangeable as suggested 
by Rignell et al. Some advantages of e-mail are that it is low cost, and widely 
available. Rignell et al. further discloses a setting changing identifier (software 
version number) that identifies the setting changing mail; and identifying the setting 
changing message based on the setting changing identifier (paragraph 0044, 0077, 
0091, etc) and sending a single setting changing mail related to data identified in 
said request from the user (paragraph 77-83 and 90-91, the support message is 
generated according to the support request triggered by the mobile user). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to use e-mail instead of SMS, first, because SMS 
and e-mail are interchangeable as suggested by Rignell et al., and, second, because 
e-mail is low cost, and widely available. 

Hubbe et al. and Rignell et al. together do not disclose when said storage 
medium is replaced with another storage medium updating contents of said other 
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storage medium by running the computer program contained in the setting changing 
mail stored in said built-in memory. 

Lentz further disclose when said storage medium is replaced with another 
storage medium updating contents of said other storage medium by running the 
computer program contained in the setting changing mail stored in said built-in 
memory (col. 1 , lines 21-34, the virus copies itself on to a storage device each time a 
storage device is connected with a infested computer). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to utilize the teachings of Lentz into the teachings 
of Hubbe et al. and Rignell et al. for the purposes of coping a specific program onto 
a storage device automatically (col. 1, lines 21-34). 

Hubbe et al. and Rignell et al. and Lentz do not disclose storing the received 
computer program in said built-in memory if the setting changing identifier specifying 
to effect a set-up change each time a subscriber identity module card is reinserted 
into the portable terminal and the setting changing mail is sent based on the 
authentication of the user as a subscriber. 

Johansson et al. further disclose storing the received computer program in said 
built-in memory if the setting changing identifier specifying to effect a set-up change 
each time a subscriber identity module card is reinserted into the portable terminal 
(col. 2, lines 42-57, computer program is stored in a built-in memory 15 of mobile 
telephone when a software upgrading module card is inserted into the mobile 
telephone). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to utilize the teachings of Johansson et al. into the 
teachings of Hubbe et al. and Rignell et al. and Lentz for the purposes of more 
efficient way to upgrading mobile telephone) and the setting changing mail is sent 
based on the authentication of the user as a subscriber (col. 1 , lines 30-33 the SIM 
card must be authenticated before the mobile phone can work).. 

Regarding claim 7, Hubbe et al. and Rignell et al. and Lentz and Johansson et 
al. disclose everything claimed as applied above (see claim 5). In addition, the 
combination teaches wherein said storage medium comprises an IC card or a 
subscriber identity module card (e.g. SIM card - column 3, lines 4-5; column 4, line 
65) issued by a communication provider (column 3, lines 23-25), each provided with 
a processor (processing means; microprocessor- column 3, lines 7-10) (17 -Figure 
3) and a memory (column 3, lines 7-10) (18 - Figure 3) so that in the collectively 
updating of the contents, said main body has a processor (11 - Figure 3) that 
updates the contents of said built-in memory (12 - Figure 3) by executing the 
computer program contained in said setting changing mail ("commands to be acted 
on" - column 4, line 3; "updating commands" - column 3, lines 27-32), and said IC 
card or subscriber identity module card is updated by a processor-to- processor 
communication between the processor in said main body and the processor in said 
IC card or in said subscriber identity module card (e.g. SIM card) (column 3, lines 
11-15; and citations above ofHubbe et al.). 
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Regarding claim 9, Hubbe et al. and Rignell et al. and Lentz and Johansson et al. 
disclose everything claimed as applied above (see claim 5). In addition, the 
combination teaches if setting changing identifier specifying to effect the same set- 
up change to the ME each time the subscriber identity module card is reinserted into 
a new ME, said storing stores the received computer program in said storage 
medium (column 5, lines 2-3); and when said storage medium is inserted into a main 
body of another portable terminal, updating contents in a built-in memory of said mail 
body of the other portable terminal by running the computer program contained in 
the setting changing mail stored in said storage medium (single card can be used in 
multiple phones or vice versa - column 4, lines 8-14; card memory contents are 
compared against built-in memory, e.g. buffer, to determine update need - column 4, 
lines 51-55; and citations above of Hubbe et al.)- 

As to claim 13, it is a corresponding system claim of method claim 5; therefore, it 
is rejected for the same reasons applied above for claim 5. 

Regarding claim 21, Hubbe et al. and Rignell et al. and Lentz and Johansson et 
al. disclose everything claimed as applied above (see claims 5 and 13). In addition, 
the combination teaches said storing unit storing the received setting changing mail 
in said storage medium (Hubbe et al. col. 3, lines 65-col. 4, lines 4 and Lentz, col. 1, 
lines 21-34); and 

When said storage medium is inserted into a main body of an other portable 
terminal, updating contents in a built-in memory of said main body of the other 
portable terminal by running the computer program contained in the setting changing 
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mail stored in said storage medium (Hubbe et al. col. 4, lines 8-14, a card is capable 
of being used in other mobile phones and Lentz, col. 1, lines 21-34, that the virus on 
the storage device and pass onto other computers when the storage device is 
connected to the other computers). 

As to claim 13, it is a corresponding system claim of method claim 5; 
therefore, it is rejected for the same reasons applied above for claim 5. 

Regarding claim 21, Hubbe et al. and Rignell et al. and Lentz and Johansson et 
al. disclose everything claimed as applied above (see claims 5 and 13). In addition, 
the combination teaches said storing unit storing the received setting changing mail 
in said storage medium (Hubbe et al. col. 3, lines 65-col. 4, lines 4 and Lentz, col. 1 , 
lines 21-34); and 

When said storage medium is inserted into a main body of an other portable 
terminal, updating contents in a built-in memory of said main body of the other 
portable terminal by running the computer program contained in the setting changing 
mail stored in said storage medium (Hubbe et al. col. 4, lines 8-14, a card is capable 
of being used in other mobile phones and Lentz, col. 1, lines 21-34, that the virus on 
the storage device and pass onto other computers when the storage device is 
connected to the other computers). 



5. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hubbe 
et al. (US Patent Number 6,278,885) in view of Rignell et al. (US Patent Application 
publication number 2001/0053688 A1) and Lentz (US 4,975,950). 
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Hubbe et al. disclose storing a setting message received from an external device 
in a built-in memory of the portable telephone connected to a telephone network (short 
radio message; SMS - abstract; column 3, lines 35-40; column 5, lines 4-9 and column 

3, lines 27-32 and Fig. 1), said setting message having a program determined to be 
suitable for said portable telephone triggering update to contents of the built-in memory 
and a storage medium of the portable telephone ("commands to be acted on" - column 

4, line 3; "updating commands" - column 3, lines 27-32 and column 5, lines 2-3, the 
setting message is received by mobile phone 3 and immediately update the content of 
the built-in memory and then update the storage medium of SIM); 

• Even though Hubbe et al. discloses that the setting changing message is, for 
example, SMS (short message service) message (abstract; column 3, lines 35-40; 
column 5, lines 4-9), Hubbe et al. fails to specify that the setting changing message 
is mail (e-mail) as defined by applicant and sending a single setting changing mail 
related to data identified in said request from the user. 

In the same field of endeavor, Rignell et al. discloses a portable terminal remote 
control method of remotely controlling a portable terminal (201 - Figure 2) where 
either one of SMS or e-mail or any other suitable format can be used to send 
update/support information/commands enabling the mobile unit to perform an update 
of the settings in a memory of the mobile unit (see in particular paragraph 0107; see 
also paragraphs 0037 and 0084). SMS and e-mail are interchangeable as suggested 
by Rignell et al. Some advantages of e-mail are that it is low cost, and widely 
available. Rignell et al. further discloses a setting changing identifier (software 
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version number) that identifies the setting changing mail; and identifying the setting 
changing message based on the setting changing identifier (paragraph 0044, 0077, 
0091, etc) and sending a single setting changing mail related to data identified in 
said request from the user (paragraph 77-83 and 90-91 , the support message is 
generated according to the support request triggered by the mobile user). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to use e-mail instead of SMS, first, because SMS 
and e-mail are interchangeable as suggested by Rignell et al., and, second, because 
e-mail is low cost, and widely available. 

Hubbe et al. and Rignell et al. together do not disclose updating contents a new 
storage medium provided to the portable terminal via the program without requiring a 
comparison of contents stored in the built-in memory with contents of the new 
storage medium. 

Lentz further disclose updating contents a new storage medium provided to the 
portable terminal via the program without requiring a comparison of contents stored 
in the built-in memory with contents of the new storage medium (col. 1, lines 21-34, 
the virus copies itself on to a storage device each time a storage device is 
connected with a infested computer). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to utilize the teachings of Lentz into the teachings 
of Hubbe et al. and Rignell et al. for the purposes of coping a specific program onto 
a storage device automatically (col. 1, lines 21-34). 
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Response to Arguments 

6. Applicant's arguments filed on 12/13/2006 have been fully considered but they 



are not persuasive. 


Regarding the Hubbe, Rignell, Johansson, 


In contrast to applicant's assertions, 


and Lentz references aoDlicant states 


Rianell reference teaches the suDoort 


that, the combination do not teach the 


message is generated according to a 


setting changing mail is related to data 


support request triggered by the mobile 


identified in said request from the user and 


user (paragraph 77-83 and 90-91). And 


authentication of the user as a subscriber. 


Johansson reference teaches the SIM 




card need to be authenticated to make 




sure the owner is the authorized user of 




the SIM card before the mobile phone or 




SIM card can work (col.1 .lines 30-33). 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Justin Y. Lee whose telephone number is (571) 272- 
5258. The examiner can normally be reached on M - F 8:30 to 6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Due Nguyen can be reached on 571-272-7503. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Justin Lee 
AU 2617 
8/8/07 



